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PERIOD FOR REPI Y [check either a) or b)] 

a) □ The period for reply expires _months from the mailing date of the final rejection. 

b) U The period for reply expires on: (1 ) the mailing date of this Advisory Action or (2) the date set forth in the fin*l r«~t™ u • , . . 
SES ^rZ^l^Tul^ f0f reP ' y 6Xpire later thal S ' X M °NTHS from Z mS inT " ^ * "° 
706? 7 S u H ' S THE FIRST REPLY WAS FILED WITHIN TWO MONTHS OF THE 5JTl3SoN. See MPEP 

have beT 37 C ™ ""M and the appropriate extension fee 

SSe!^^ 

earned patent term adjustment See 37 CFR 1 .704(11 9 ^ ° f th ° flnal ^ eC,,0n ' even if Ume| y filed - ma V reduce 

1.B * Notice °f Appeal was filed on 08 November ?Q04 . Appellant's Brief must be filed within the period set forth in 
37 CFR 1.192(a), or any extension thereof (37 CFR 1.191(d)), to avoid dismissal of the appeal. 
3 The proposed amendment(s) will not be entered because: 

(a) □ they raise new issues that would require further consideration and/or search (see NOTE below); 

(b) □ they raise the issue of new matter (see Note below); 

(C) ^ ^^pSSS)? 1806 aPP ' iCati0n in b6tter f ° rm f ° r appea ' by materiaNy reducing or simplifying the 

(d) □ they present additional claims without canceling a corresponding number of finally rejected claims 
NOTE: . 

3D Applicant's reply has overcome the following rejection®: 

4D ^i^^ZKdSTS — wou,d be a,,owable if submitted in a separate - timely fi,ed amendment 

5D ^SS£ ^^^^ S ^ h3S been ~ d but *« NOT p,ace the 

6D The affidavit or exhibit will NOT be considered because it is not directed SOLELY to issues which were newlv 
raised by the Examiner in the final rejection. y 

?XSli PP ( e h al ' Pr0P ° Sed , amendment ( s > ^ w i" "0* be entered or b)D will be entered and an 
explanation of how the new or amended claims would be rejected is provided below or appended. 

The status of the claim(s) is (or will be) as follows: 

Claim(s) allowed: . 

Claim(s) objected to: . 



7. 



Claim(s) rejected: 1-26 . 

Claim(s) withdrawn from consideration: . 

80 The drawing correction filed on is a)D approved or b)D disapproved by the Examiner. 

9. D Note the attached Information Disclosure Statement(s)( PTO-1449) Paper No(s). 

10. |3 Other: please see attanhmnnt 
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Attachment 

The amendments filed 1 1-8-04 will not be entered because they do not simplify 
or materially reduce the issues for appeal, and they raise new issues, including 1 12 first 
and second paragraph issues. The proposed amended claims 1, lines 4-5, and claim 
12, lines 7-10, include the language "complementary to at least a portion of the nucleic 
acid template", which would trigger a new written description and 112, second 
paragraph rejection. Applicants argue that Vivekananda et al do not properly anticipate 
the claimed invention because the nucleic acid molecules synthesized by Vivekananda 
et al are made with the intention of detecting anthrax spores and their intended binding 
target is not a nucleic acid target but other preferred target molecules. Applicants argue 
further that Vivekananda et al do not teach the synthesis of nucleic acid molecules as 
claimed in the instant invention. Contrary to Applicants' assertions, Vivekananda et al 
teach the synthesis of the nucleic acid molecules claimed: See col. 20, line 13-col. 25, 
line 4, where Vivekananda et al teach the synthesis of nucleic acid molecules, e.g. 
comprising "the synthesis of a nascent nucleic acid in a template-dependent process..." 
(e.g. col. 22, lines 20-28). These nascent nucleic acid molecules optionally incorporate 
"exemplary purine and pyrimidine derivatives and mimics" as provided in Table 1 , col. 
20-21 , and include the nucleotide precursors identical to those of the instantly claimed 
methods. The methods of making nascent nucleic acid molecules described by 
Vivekananda et al therefore anticipate those of the instantly claimed invention and, 
contrary to Applicants' assertions, the nucleic acid molecules synthesized, using the 
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same methods as instantly claimed, also inherently possess the same characteristics of 
the nucleic acids claimed. 

Applicants argue that Kutyavin et al do not properly anticipate the claimed 
invention because Kutyavin et al pose the problem of facilitating strand invasion of a 
duplex nucleic acid molecule. Applicants also contrast the teaching of Kutyavin et al 
with the instant disclosure by asserting that the methods disclosed by Kutyavin et al, 
which are identical to the instantly claimed methods (e.g. see col. 4-8, which describes 
a method of synthesizing nucleic acid molecules by providing the precursor nucleotides 
identical to those instantly claimed), produce a single strand comprising these modified 
nucleotides, and not two strands with complementary nucleotide pairs with reduced 
ability to form stable hydrogen bonds. Contrary to Applicants' assertions, the methods 
taught previously by Kutyavin, of producing the nucleic acid strands comprising modified 
nucleotides within the nascent nucleic acid molecules are identical to those of the 
instant invention. Once the nucleic acid strands are produced by this method, it is a 
design choice to mix and match complementary strands containing either unmodified or 
modified nucleotides. Therefore, the instant 102 rejections, based on the prior 
disclosure of the methods claimed by either Vivekananda et al or Kutyavin et al, are 
maintained. 

Claims 1-5, 7-17 and 19-26 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Vivekananda et al for the reasons of record set forth in the Office actions 
mailed 10-2-03 and 5-5-04. 
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Claims 1-26 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Kutyavin et al for the reasons of record set forth in the Office actions mailed 10-2-03 
and 5-5-04. 
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